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DETAILED ACTION 
Status of the Claims 

1 . This action is in response to an amendment filed on 6/5/08. Claims 1-3, and 6-17 
are pending. Claims 4 and 5 are cancelled. 

Priority 

2. This application was filed 9/16/03. Its oath claims foreign priority from Japanese 
Patent 2002-275073 dated 9/20/02. A certified copy and a translation are now present 
in the record. 

Response to Arguments 

3. Applicant's arguments with respect to claim have been considered but are moot 
in view of the new ground(s) of rejection. 

The examiner notes that it was old and well-known at the time of the invention to 
make units from known functionality and put the units together on a server. This 
requires common knowledge of server operating systems, install methods and 
combination testing. This knowledge is not included in the specification, presumably 
because a person of ordinary skill in the art would have known how to use this 
knowledge to collect these units and configure them to run together on a server. 



Claim Rejections - 35 USC § 101 
4. 35 U.S.C. 101 reads as follows: 



Application/Control Number: 10/662,324 Page 3 

Art Unit: 3692 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

5. Claims 1-3, 6, 7, 12, 13, 14, 16 and 17 are rejected under 35 U.S.C. 101 
because they contain within their scope non-statutory embodiments. 

As to claims 1,2, 14 and 17, the physical structure of the claimed server is 
unclear. The server is comprised of units which may be merely software and not have 
physical sturcture. The means cited do not refer to specific physical structure. A server 
without a physical structure is not statutory under 35 USC 101 . 

As to claim 6, a method is required to either transform a physical thing into 
another state or thing, or else to have a substantial method step tied to another 
statutory class. Claim 6 does not recite a physical transformation nor a substantial 
method step tied to a secondary statutory class. 

It may be useful to the applicant to consider recent decisions that clarify that a 
nominal mention of an apparatus in the preamble (i.e. "a computer-implemented method 
comprising" ) is not sufficient to tie a method claim to a statutory class. Ex Parte 
Wasynczuck and Ex parte Langemyr (available through 
http://www.uspto.gov/web/offices/dcom/bpai/informative_opinions.html) provide 
examples, relying on the established cases Benson, Comiskey and Flook (Benson, 409 
U.S. at 71-72, Comiskey, 499 F.3d at 1380 (citing In re Grams, 888 F.2d 835, 839-40 
(Fed. Cir. 1989)). Cj, Flook, 437 U.S. at 593). 

As to claims 12, 13, and 16, the preamble recites a carrier wave. Carrier waves 
are not included in the four statutory categories: process, machine, manufacture, or 
composition of matter. See In re Petrus Nuijten CAFC 2006-1371 , which says that 
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something transient or fleeting cannot constitute a manufacture under 35 USC 101 
(1356). In particular, a machine readable medium storing instructions falls under 
functional descriptive material and requires a physical medium for subject matter 
eligibility. The computer readable medium must be a tangible physical structure, not 
merely a signal or carrier wave, which permits the functionality to be realized within the 
computer. A program product without a physical medium has negligible physical form, 
and thus is not statutory. A claim that includes within its scope a non-statutory 
embodiment must be rejected under 35 USC 101 . 

The dependent claims do not remedy the problems. 

Claim Rejections - 35 USC §112 

6. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

7. Claims 6, 12, 13 and 16 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. 

As to claims 12, 13, and 16 the specification does not show support for carrier 
waves. 
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As to claim 6, the specification does not show support for transmitting an 
identification number of a system of billing. 

8. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

9. Claims 1-3 and 6-17 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

As above, the physical structure of the server in claims 1, 2, 14 and 17 is unclear. 
As to claims 1, 2, 6, 8, 9, and 12-17, the phrase "retrieving the system" is unclear. 
Where is it retrieved from? Where is it retrieved to? What is the retrieved system? How 
does an element of a server physically move a system? The metes and bounds of the 
claim are unclear. 

As to claim 1 , the claim recites a system of billing a user through a network. Is 
that system a component of the server or something that communicates with it? 

As to claim 1 , the claim recites a user device from a storage unit, although there 
is no antecedent for a user device from a storage unit. Retrieving the system from a 
storage unit is better aligned with the specification but not with the claim language. The 
metes and bounds of the claim are unclear. 

As to claim 1 , the claim refers to charge information with a user device. Is this 
battery charge or billing charge? 
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As to claim 1, the claim recites performing a payment by the retrieved system. As 
above, it is unclear what the retrieved system is. It is further unclear how a retrieved 
system can perform a payment. If the retrieved system is a parking meter, does the 
parking meter perform the payment? 

Claims 2, 6, 8, 9, and 12-17 recite receiving notification request information 
relating to a timing of notifying the current use information. Generally people are notified 
of information; the meaning of notifying information is not clear. Further the term 
"notification request information" is not clear. Is this request related to the other 
request? Where does it come from? The metes and bounds of the claimed invention 
are not clear. 

Claims 2, 8, 9, and 12-17 recite a request. Where does the request fit into the 
invention? Where does it come from and where does it go? 

Claims 2, 8, 9, and 12-17 recite current use information. Is this related to use of 
the user device? Or is it use of something else? 

As to claims 9 and 13, how can current use information be recorded in advance? 
The remaining claims listed are rejected as inheriting the problems cited. 

Claim Rejections - 35 USC § 103 

1 0. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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1 1 . Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent Application 20020032601 filed 4/25/01 by Admasu et al, in view of US Patent 
5974453 filed 10/8/97 by Andersen et al. 

As to claim 1, Admasu teaches in paragraphs 14 and 15 , page 2, performing a 
communicating process with a user device and a system of billing a user through a 
network for an amount, the amount based on a predetermined total length of time. 
Admasu does not use the terms charge information nor use information, but clearly 
indicates sending information that would be in these categories. 

Admasu teaches in paragraph 35 page 3 and paragraph 38 on pages 3 and 4 
obtaining information requested by the user from the system. In the case of parking, the 
examiner does not find a patentably distinguishable difference between use information, 
charge information, and the information cited by Admasu: Amount of payment, time 
units purchased, time of expiration, and a list of occupied spaces. It would have been 
obvious to a person of ordinary skill in the art to recombine these elements and present 
them as charge information or use information; the difference is a minor issue of format, 
so they are obvious variants. Thus it would have been obvious for a person of ordinary 
skill in the art at the time of the invention to modify Admasu to explicitly state obtaining 
charge information or use information requested by the user from the system retrieved 
by the retrieving process unit. Let this argument be hereafter called "charge/use." 

Admasu teaches in paragraph 35 page 3 transmitting the charge information to 
the user device. Admasu teaches in paragraph 39 page 4 performing a payment by the 
retrieved system according to a request for payment from the user device. 
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Admasu does not explicitly teach retrieving the system corresponding to 
identifying information received from the user device from a storage unit or according to 
a request. Andersen teaches in col 2 lines 25-50 teach retrieving the system 
corresponding to identifying information received from the user device from a storage 
unit according to a request. It would have been obvious to a person of ordinary skill in 
the art at the time of the invention to modify Admasu to add retrieving the system 
corresponding to identifying information received from the user device from a storage 
unit according to a request in order to take advantage of standardized readily available 
and proven reliable technology of DNS (domain name service) technology and tools. Let 
this argument be hereafter called "DNS." 

12. Claims 2, 3 and 6-17 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Admasu et al, in view of Andersen et al. as applied above, and further in view of 
US Patent Application 2002/0147673 filed 1/31/01 by Allen. 

As to claims 2, 8, 9, and 12-17, Admasu teaches in paragraphs 14 and 15 page 2 
performing a communicating process with a user device and a system of billing a user 
through a network for an amount, the amount based on a predetermined total length of 
time, and also teaches performing a communicating process with a user device through 
a network. 

As to claims 2, 6, 8, 9, and 12-17, Admasu does not teach retrieving the system 
corresponding to identification information received from the user device or according to 
a request." Andersen does as above under "DNS." It would have been obvious to a 
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person of ordinary skill in the art at the time of the invention to modify Admasu to add 
retrieving the system corresponding to identifying information received from the user 
device from a storage unit according to a request in order to take advantage of 
standardized readily available and proven reliable technology of DNS (domain name 
service) technology and tools. 

As to claims 2, 6, 8, 9, and 12-17, Admasu teaches obtaining current use 
information from the system retrieved by the retrieving processing unit as above under 
"charge/use." 

As to claims 2, 6, 8, 9, and 12-17, Admasu teaches a registration phase in which 
notification information such as contact information (paragraph 26 page 2) is received 
into the system. Admasu does not teach receiving notification request information 
relating to a timing of notifying the current use information. Allen teaches in paragraph 
25 page 3 request for timing preferences for notifications through user devices. It would 
have been obvious to a person of ordinary skill in the art at the time of the invcention to 
modify Admasu to add receiving notification request information relating to a timing of 
notifying the current use information I order to allow the user to set contact preferences 
and avoid annoying the user with undesired contacts. 

As to claims 2, 6, 8, 9, 12, 13, and 15-17, Admasu teaches in paragraph 35 page 
3 transmitting the obtained use information to the user device according to the 
notification request information received from the user device. 

As to claims 14-16, Admasu teaches in paragraph 39 page 4 performing a 
payment according to a request for payment from the user device. 
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As to claims 8, 12, and 17, Admasu teaches in paragraph 39 page 4 performing a 
payment by communicating with the system of billing a user for up to a predetermined 
total time. Admasu teaches obtaining charge information from the system through the 
network as above under "charge/use." 

As to claim 6, Admasu teaches in paragraph 42 page 4 transmitting an 
identification number of a system of billing a user for an amount the amount based on a 
predetermined total length of time, and user information from a user device. 

As to claim 6, Admasu does not teach system addresses. Andersen teaches 
obtaining system addresses as above under "DNS". It would have been obvious to a 
person of ordinary skill in the art at the time of the invention to modify Admasu to add 
obtaining an address of a system of billing a user by a predetermined time 
corresponding to the identification number in order to take advantage of standardized 
readily available and proven reliable technology of DNS (domain name service) 
technology and tools. Admasu teaches obtaining use information from the system at the 
address and providing information, as above under "charge/use". 

As to claims 9 and 13, Admasu teaches obtaining current use information from 
the system, and transmitting the obtained use information to the user device, as under 
"charge/use." Admasu does not give details of contact preferences, but Allen shows 
that cell phone contact preferences were old and well-known. It would have been 
obvious to a person of ordinary skill in the art at the time of the invention to modify 
Admasu to add to recorded information transmitted in advance from the user device or 
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at a request from the user device, such as contact preferences, in order to regulate the 
communication according to the user wishes. 

As to claims 15 and 16, Admasu teaches obtaining use information about a user 
who uses a system of billing a user for an amount, the amount based on a 
predetermined total length of time as above under "charge/use". Admasu does not 
address, but Allen paragraph 25 page 3 teaches as above, determining a transmission 
timing of a message according to the obtained use information, and transmitting the 
message to the user device through the network with the transmission timing. It would 
have been obvious to a person of ordinary skill in the art at the time of the invention to 
modify Admasu to add determining a transmission timing of a message according to the 
obtained use information, and transmitting the message to the user device through the 
network with the transmission timing in order to make the contacts as useful to the user 
as possible. 

As to claim 3 (dependent on 2), Admasu teaches in paragraph 27 pages 2 and 3 
the payment is made in a pre-payment system for a predetermined time. Admasu 
teaches in paragraph 46 page 4 a message is transmitted to the user device at any time 
before the predetermined time elapses. 

As to claims 7, 10 and 1 1 , Admasu teaches in the abstract the system of billing a 
user by a predetermined time is a parking meter, and the charge is a parking charge for 
use of the parking meter. 



Conclusion 
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13. While portions of interest have been indicated, all references should be 
considered for the entirety of their teachings. 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ann Loftus whose telephone number is 571-272-7342. 
The examiner can normally be reached on M-F 8-4. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kambiz Abdi can be reached on 571-272-6702. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

AL /Kambiz Abdi/ 

Supervisory Patent Examiner, 
Art Unit 3692 



